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OFFICE OF THE ATTORNEY GENERAL OF TEXAS

AUSTIN

GROVER SELLERS
ATTORNEY GENERAL

Honorsble Claude Isbell

Seoretary of State

Austin, Texas

Dear sir Attention: Mr. J. L. KoGarity
Opinion No, 0-0845

Re1 Yhether the Seo
State should asoo

regiastration a tqy dpaign
used for a4y i pur=
poses,

inolusive, Revised Civil Sta
that on June lh, 1945,
ing to file the same opinion that auoh
*toy dasign® was no ation, Ilaesmuch &s
such application - vé\ bsen returned to you
for tiling, you
questions:

ou further state
plioation, refus-

and subamidted with ‘a photostatio o0py of the owner's appli-
glatration is 80 construoted that it has as
1ts base \$wo parrow strips of wood material painted green,
es 0f two men standing opposite each other in
boxing attire are so fixed to the wooden ctrlzn that when
the end of esch strip is pulled in opposits direotions,

Paok and forth, the arms of the doxing figures, loosely
fastened, fly out at each other. The name S-D-M Mfg. Co.
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spyears on s&oh side of the boxing figures., The neme of & company
with the words *"Pat, Applied Yor" appears oa one side and such
oompany's appareat business "Toyland*® nptcnro on the Qother eide of
the bese or wooden strips, The application refers to tns article
as "8 toy design” and the applioant nakes arffidavit thet such hag
been used by applicant sincge January 1, 1940,

Art. 851. Re Co Seyp 1925, prﬁ'ld..l

".¥ery person, association or union of workingman,
incorporated or unincorporated, that has heretofors or
shall hersafter edopt a label, irade mark, design, devige,
imprint or torm of eadvertisesazsnt, shall rflo the saxe in
the office of the .ecretary of state by lsaving two
faosimile ooples, with the egretsry of 3tate, and said
seoretary shsll retura to such person, assoociation or
ucion 8o filing the ssaum, one of said faosinile copicas
along with and attaghed to & duly ettested certifiozte
of the filiny of same, for whieh Le shall receive a fee
of one doller. such certificaete of filing shall in all
suits snd prossoutions under this cnapter de sufficlent
yroof of the adoption of such lavel, trade mark, desigr,
device, laprict or form of edvertlsement, and of tke
right of suoh psrson, sspociation or union to adopt tlue
ssne, Lo label, trade mmrk, design, device, imprint or
form of edvertisement shall be filed an sforesald that
would prodbably de staken for a lebdel, trade nark,
desizn, device, imprint or form of advertisenent elrcady
of record. NoO person, or assooiatiorn shall be psrmitted
tOo recister as s label, trade anrk, design, devioe,
imprint or form of advertisemcnt eny emblem, design or
resenblence thereto that has been adopted or used dy
anLy oharitabdle, bensevolent or religlous sooclety or
assoolation, without thelr ooazsent,"

The term "trade nark®” is defined in corpus Juris as & ruze,
sign, symbol or devioce which is atteched to gools offered ror
sale in the market so &8 to dlstingulish them froc similar goods,
and to ldentify them with a partiocular trader, or witi 3ias suc-
cesa0TSs, as owners Of a partiocular business, a&s being made,
worked on, imported, selected, ocertifled, or scld by him or
them., 63 C. J. po 308. "Trade mark" has bosn defined in this

State as follows:
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"A trade 2ark i{s a dlstinotive name, word,
nark, eablea, design, symdol or deviee used in
lawful commerce to indiocate or authentioats the
souroe froa whieh has conme Or through which has
passed, the chattel upon or to which it is
affixed,.” (seston Groo. Co. ve, Caffarelli Bres.,
108 3. d. 413, Teversed on otasr grounds, 127
Se We 1018)

In an sarly csse styled Charles ALff and Co. ¥vs, wWilliam
Redam, 77 Tex, 530, deeided in Juns, 1890, the Supreme Court of
Texas expressly recognized that what constitutes & "trade mark®
is 8 guestion of law for the courts, It would therefors appesr
that with the enactment of the registretion statutes, the lagis~
loturs was oot attenmpting to arforéd protection to other than what
could reszonably be ldentifled and recordsd as a "trade mark" by
such oommon descriptive terms as label, design, devioe, imprint
or form of sdvertising,

It is spperent froa the request that your refussl of the
application was bssed sclely upon the form or amake-up of the
"toy desligu™ &s presentsd for filing with the application.

There spyears to be axple suthority to the effeot that
the subatanee Oor any useful part or feature of the article itsclt
cannot be appropriated as a trede mark, The leading cass of
Goodyear Tire srd Kudbber Co. vs. Robertson, 18 yed, 24 639, end
oases oited thersin supports the above proyosition, e quote
from the xobertson case on page 641, as follows;

"But the ohattel itself ia not and cannot de
the trsdemark, Lioreover, while & zark otherwise
g00d may be 80 fabricated with the goods as to de
au: integral part therewith, yet, if it forms a
useful or functional part of the whols, it ias not
e valid trede mark end amy not be registered,
Ctherwise the owner would seours not mersly the
exolusive right to use the mark, dut also the
exolusive right to mske the artiolc itself, and
would thus seoure aliorpotual A000poly irres-
pective of patentabllity.”

It stecds to reason that if an article or chattel itself,
whioh, as to its physical struoture or make-up, ocannot be a valild
trade mark or appropriated as such, sams would be outside the ascope of
thesbowe rcgintr-tfon statute, The very import of the aot of regis-
tration, the shief ooncern of thls statute, refutes any idea of
the sSeoretary of Stste being a depository of such artieles or:
chattels rather than a regiatrar, nemely, one who records or an
offioisl recordsr,
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Angwering your first question, it 1s the opinion of
this depertment that the Ueoretary of Jtate ls not reguired
to acoept for regcistration as a "trade mark™ under Artiole
851, R. Cs 5., the "toy design®™ in the form submitted,

AS 80 your seoond guestion, we oconsider same a pre-
aaturs one of adnministretion, not properly before this depart-

aent.,
We ars returning herewith the "toy design™ es requested.

Yours very truly,

wWmK: LJ

enol. Assistant




